
68

37 CFR Ch. I (7–1–99 Edition) § 1.142

dependent form (§ 1.75) or otherwise in-
clude all the limitations of the generic
claim.

(b) Where claims to all three cat-
egories, product, process of making,
and process of use, are included in a na-
tional application, a three way require-
ment for restriction can only be made
where the process of making is distinct
from the product. If the process of
making and the product are not dis-
tinct, the process of using may be
joined with the claims directed to the
product and the process of making the
product even though a showing of dis-
tinctness between the product and
process of using the product can be
made.

[52 FR 20046, May 28, 1987]

§ 1.142 Requirement for restriction.
(a) If two or more independent and

distinct inventions are claimed in a
single application, the examiner in an
Office action will require the applicant
in the reply to that action to elect an
invention to which the claims will be
restricted, this official action being
called a requirement for restriction
(also known as a requirement for divi-
sion). Such requirement will normally
be made before any action on the mer-
its; however, it may be made at any
time before final action.

(b) Claims to the invention or inven-
tions not elected, if not canceled, are
nevertheless withdrawn from further
consideration by the examiner by the
election, subject however to reinstate-
ment in the event the requirement for
restriction is withdrawn or overruled.

[24 FR 10332, Dec. 22, 1959, as amended at 62
FR 53195, Oct. 10, 1997]

§ 1.143 Reconsideration of require-
ment.

If the applicant disagrees with the re-
quirement for restriction, he may re-
quest reconsideration and withdrawal
or modification of the requirement,
giving the reasons therefor. (See
§ 1.111.) In requesting reconsideration
the applicant must indicate a provi-
sional election of one invention for
prosecution, which invention shall be
the one elected in the event the re-
quirement becomes final The require-

ment for restriction will be reconsid-
ered on such a request. If the require-
ment is repeated and made final the ex-
aminer will at the same time act on
the claims to the invention elected.

§ 1.144 Petition from requirement for
restriction.

After a final requirement for restric-
tion, the applicant, in addition to mak-
ing any reply due on the remainder of
the action, may petition the Commis-
sioner to review the requirement. Peti-
tion may be deferred until after final
action on or allowance of claims to the
invention elected, but must be filed not
later than appeal. A petition will not
be considered if reconsideration of the
requirement was not requested (see
§ 1.181).

[62 FR 53195, Oct. 10, 1997]

§ 1.145 Subsequent presentation of
claims for different invention.

If, after an office action on an appli-
cation, the applicant presents claims
directed to an invention distinct from
and independent of the invention pre-
viously claimed, the applicant will be
required to restrict the claims to the
invention previously claimed if the
amendment is entered, subject to re-
consideration and review as provided in
§§ 1.143 and 1.144.

§ 1.146 Election of species.

In the first action on an application
containing a generic claim to a generic
invention (genus) and claims to more
than one patentably distinct species
embraced thereby, the examiner may
require the applicant in the reply to
that action to elect a species of his or
her invention to which his or her claim
will be restricted if no claim to the
genus is found to be allowable. How-
ever, if such application contains
claims directed to more than a reason-
able number of species, the examiner
may require restriction of the claims
to not more than a reasonable number
of species before taking further action
in the application.

[62 FR 53195, Oct. 10, 1997]
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DESIGN PATENTS

§ 1.151 Rules applicable.

The rules relating to applications for
patents for other inventions or discov-
eries are also applicable to applications
for patents for designs except as other-
wise provided.

(35 U.S.C. 171)

§ 1.152 Design drawings.

(a) The design must be represented
by a drawing that complies with the re-
quirements of § 1.84, and must contain a
sufficient number of views to con-
stitute a complete disclosure of the ap-
pearance of the design.

(1) Appropriate and adequate surface
shading should be used to show the
character or contour of the surfaces
represented. Solid black surface shad-
ing is not permitted except when used
to represent the color black as well as
color contrast. Broken lines may be
used to show visible environmental
structure, but may not be used to show
hidden planes and surfaces which can-
not be seen through opaque materials.
Alternate positions of a design compo-
nent, illustrated by full and broken
lines in the same view are not per-
mitted in a design drawing.

(2) Color photographs and color draw-
ings are not permitted in design appli-
cations in the absence of a grantable
petition pursuant to § 1.84(a)(2). Photo-
graphs and ink drawings are not per-
mitted to be combined as formal draw-
ings in one application. Photographs
submitted in lieu of ink drawings in de-
sign patent applications must comply
with § 1.84(b) and must not disclose en-
vironmental structure but must be lim-
ited to the design for the article
claimed.

(b) Any detail shown in the ink or
color drawings or photographs (formal
or informal) deposited with the origi-
nal application papers constitutes an
integral part of the disclosed and
claimed design, except as otherwise
provided in this paragraph. This detail
may include, but is not limited to,
color or contrast, graphic or written
indicia, including identifying indicia of
a proprietary nature, surface ornamen-
tation on an article, or any combina-
tion thereof.

(1) When any detail shown in infor-
mal drawings or photographs does not
constitute an integral part of the dis-
closed and claimed design, a specific
disclaimer must appear in the original
application papers either in the speci-
fication or directly on the drawings or
photographs. This specific disclaimer
in the original application papers will
provide antecedent basis for the omis-
sion of the disclaimed detail(s) in later-
filed drawings or photographs.

(2) When informal color drawings or
photographs are deposited with the
original application papers without a
disclaimer pursuant to paragraph (b)(1)
of this section, formal color drawings
or photographs, or a black and white
drawing lined to represent color, will
be required.

[62 FR 53195, Oct. 10, 1997]

§ 1.153 Title, description and claim,
oath or declaration.

(a) The title of the design must des-
ignate the particular article. No de-
scription, other than a reference to the
drawing, is ordinarily required. The
claim shall be in formal terms to the
ornamental design for the article
(specifying name) as shown, or as
shown and described. More than one
claim is neither required nor per-
mitted.

(b) The oath or declaration required
of the applicant must comply with
§ 1.63.

(35 U.S.C. 6, Pub. L. 97–247)

[24 FR 10332, Dec. 22, 1959, as amended at 29
FR 18503, Dec. 29, 1964; 48 FR 2712, Jan. 20,
1983]

§ 1.154 Arrangement of application ele-
ments.

(a) The elements of the design appli-
cation, if applicable, should appear in
the following order:

(1) Design Application Transmittal
Form.

(2) Fee Transmittal Form.
(3) Preamble, stating name of the ap-

plicant, title of the design, and a brief
description of the nature and intended
use of the article in which the design is
embodied.

(4) Cross-reference to related applica-
tions.
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